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II. REJECTIONS UNDER 35 U.S.C. § 102 

Claims 1, 4, 6-10, 13, 15-34, 38-53, 55-59 and 61-62 stand rejected under 35 U.S.C. § 102(e) 
as being anticipated by Pool et al (U.S. Patent No. 6,460,020). In response, Applicants respectfully 
traverse these rejections. As the Examiner is well aware, for a claim to be anticipated under § 102, 
each and every element of the claim must be found within the cited prior art reference. 

With respect to claims 1, 7, 10, 16, 29-30, 32-33, 39-42 and 44-49, all the Examiner has done 
is to state the following: 

Pool et al [sic] teach an international transaction system such that Applicants' 
product id reads on the commodity code, Applicants' database of tariff classification 
reads on the third database, and Applicants' step of outputting a data record reads on 
the generation of "appropriate documents" by the third database. 

In this rejection, the Examiner has grouped a considerable number of claims, and rejected 
them based on the foregoing paragraph. As a result, Applicants respectfully assert that first of all, 
the Examiner has failed to prove a prima facie case of anticipation in rejecting some or all of these 
claims, since the Examiner has inadequately applied the cited prior art to each and every one of the 
elements within these claims. As is stated in 37 C.F.R. § 1.104, the Examiner's action will be 
complete as to all matters. Furthermore, the grounds of rejection should be fully and clearly stated. 
MPEP § 707.07(d). Yet still further, a plurality of claims should never be grouped together in a 
common rejection, unless that rejection is equally applicable to all claims in the group. Id. Since 
as Applicants will show hereinafter there are limitations within various ones of these claims not in 
any way addressed by the Examiner, this rejection is improperly expressed. The problem is that 
Applicants have not been given a sufficient opportunity to address these rejections, since the 
Examiner has not clearly stated how all of these claim limitations are found within the cited prior 
art. 

The "matching" step is not taught within Pool, since the third database in Pool lists 
commodity codes pertaining to particular product types, such as shown in the website at URL 
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http:\\www.hmce.gov.uk\business\importing\classifyin attached hereto, and does not 

disclose what is recited in claim 1 where a product identifier is entered into the database where a 
matching process outputs the tariff classification information as a result. In other words, under the 
assumption the Examiner has made that the commodity code in Pool is the same as the product 
identifier recited in claim 1, inputting the product identifier into the third database in Pool would be 
the same as inputting the commodity code into the third database in Pool, but that's not how the third 
database operates. The third database in Pool operates by permitting the user to find the commodity 
code using a description of the product. Conversely, the present invention operates by inputting a 
specific product id into a database having tariff classification information and outputting a tariff 
classification matched to the particular product identifier inputted into the database. In summary, 
under the Examiner's interpretation of claim 1, there would be no reason to perform the matching 

from S£ kcl~f<7>> ) Cov^^rvT Ssi/ f ij CcJU jQ r&~cxff3%x£2^~ ""*"~" " 

and outputting _stgps,jynce jhe commodity co dejs^ already known, if it is to be assumed that the 
commodit^^ As a result, Pool does not teach the process 

recited in claim 1 in the same manner in which the invention is recited in claim 1. 

Yet still further, as a result of the foregoing, the outputting step in claim 1 is not taught in 
Pool, since Pool wiljjifll4M£riuc^ record th atjnc ludes the tgi ffclassification information 
associated with the product identifier identifying th e product. 

ClahnXiecites that the inputting step further comprises the step of inputting the invoice data 
into a website associated with the database. There is no teaching within Pool that ^^thir^atabag e * 
is assocjatgdjaq th a webs ite, and thus there is no teaching within Pool that invoice data is inputted 
into o^ebsito^^ciatedjmthj^ As indicated above, the Examiner has failed to 

prove a prima facie case of anticipation in rejecting claim 7, since the Examiner has essentially 
ignored the limitations within claim 7 in the paragraph used by the Examiner to reject this claim on 
page 2 of Paper No. 13. 

With respect to claim 10, this claim recites "means plus function" elements. The Examiner 
has not examined claim 10 as required under MPEP § 2181. As a result, Applicants respectfully 
traverse the rejection of claim 10 in that the Examiner has disregarded the structure disclosed in the 
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Specification corresponding to such language when rendering the Examiner's rejection. Applicants 
respectfully assert that the structure in the Specification supporting one or more of these means plus 
function limitations is different than the structure disclosed within Pool 

Claim 16 is patentable for the same reasons as given above with respect to claim 7. 

Claim 30 is patentable over Pool for reasons given above with respect to claim 1 . To repeat, 
claim 30 recites that the matching step results in the tariff classification information being assigned 
to the product identifier included in the invoice data. Since the Examiner has equated the product 
identifier with a commodity code, using such an interpretation, claim 30 would recite that the 
matching step results in the commodity code being assigned to the commodity code included in the 
invoice data. Since this is not logical, it is clear that Pool does not teach claim 30. 

Claim 32 is also not anticipated by Pool under the Examiner's interpretation, since the 
invoice data inputted does not already include a commodity code as taught by Pool, since the third 
database is being accessed to arrive at the commodity code. Therefore, it does not make sense under 
the Examiner's interpretation for invoice data, which is transferred from the first terminal to the 
database, to list each product identified with a product identifier. 

Claim 39 is depended upon claim 19, but the Examiner has not rejected claim 19 under the 
same reasoning as claim 39. This is an unclear rejection by the Examiner. Applicants respectfully 
assert that claim 39 cannot be rejected in the manner performed by the Examiner on page 2 of Paper 
No. 13 while the Examiner has to rely upon different reasoning to reject claim 19, as the Examiner 
did on page 3 of Paper No. 13. 

Furthermore, claim 39 specifically recites that at least one product identifier is unique to a 
particular company . The Examiner has not in any way addressed this claim limitation. For this 
reason alone, the Examiner has failed to prove a prima facie case of anticipation in rejecting 
claim 39. Furthermore, the commodity code disclosed in Pool is not unique to a particular company. 
Therefore, claim 40 is not anticipated. Again, the Examiner is respectfully reminded that the 
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Examiner's rejection relies upon the Examiner interpreting the commodity code as equivalent to the 
product identifier recited within the claims. 

With respect to claim 42, it is impossible for Pool to anticipate the limitations recited in 
claim 42, since under the Examiner's interpretation that the commodity code is the same as the 
product identifier, in Pool if there was a matching process, essentially the commodity code would 
be assigned to the commodity code, which does not make any sense. That is because in Pool, a 
product type is used to manually look up a commodity code, wherein the product type is provided 
over the network connection to the third database. In the present invention, the product identifier 
is sent over a network connection where the matching program assigns import/export transaction 
information to the product identifier. There is no matching program disclosed in Pool. 

Claim 44 is not anticipated by Pool, since the Examiner has interpreted the product identifier 
recited in the claims as being the same as the commodity code. As a result, under the Examiner's 
interpretation, if the invoice data was sent over to the third database, it would naturally not have the 
commodity code, since that is what is retrieved from the third database. As a result, it is impossible 
for Pool to teach that the invoice data list products to be imported/exported, and each product is 
identified with a product identifier, since the invoice data, under the Examiner's interpretation, does 
not yet have the commodity code, since that is retrieved from the third database at a later time. 

With respect to claims 46-49, Applicants respectfully assert that the Examiner has failed to 
clearly set forth the anticipation rejection of these claims, since each of these claims somehow 
depends upon claim 24, but the Examiner has not used the same reasoning to reject claim 24; in 
other words, the paragraph used by the Examiner to reject claims 44-49 on page 2 of Paper No. 13 
has not been used to reject claim 24. Instead, to reject claim 24, the Examiner has relied upon further 
reasoning on page 3 of Paper No. 13. 

Claim 46 is also patentable over the cited prior art for the same reasons as given above with 
respect to claim 39. 
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Claim 47 is also patentable over the cited prior art for the same reasons as given above with 
respect to claim 40. 

Claim 48 is also patentable over the cited prior art for the same reasons as given above with 
respect to claim 42. 

With respect to claim 20, nothing in Pool teaches that any type of invoice data or other 
information is uploaded via a web link associated with the third database. 

Claim 8 recites the updating of the database from a third terminal. The Examiner has merely 
asserted that such a step would be considered inherent. Applicants respectfully traverse this 
assertion. The fact that a certain result or characteristic may occur or be present in the prior art is 
not sufficient to establish the inherency of that result or characteristic. MPEP § 21 12. In relying 
upon the theory of inherency, the Examiner must provide a basis in fact and/or technical reasoning 
to reasonably support the determination that the allegedly inherent characteristic necessarily flows 
from the teachings of the applied prior art. Id. 

Furthermore, under the Examiner's interpretation of claim 1, the database would have to be 
the third database referred to in the last paragraph of column 6 of Pool Since this database contains 
lookup tables of the harmonized international tariff tables and classification system, and since such 
a database would be static and not updateable as recited within the claims, Pool cannot teach claim 8. 

With respect to claim 17, the foregoing arguments with respect to claim 8 are also applicable. 
Furthermore, Applicants respectfully assert that the Examiner must interpret claim 17 under In re 
Donaldson, MPEP §2181. 

Claim 23 is patentable over the cited prior art for the same reasons as given above with 
respect to claim 8. Further, Pool does not teach a program for updating the third database. 

With respect to claim 26, this claim recites additional limitations, which the Examiner has 
not in any way specifically addressed. For this reason alone, Applicants respectfully assert that the 
Examiner has failed to prove a prima facie case of anticipation in rejecting claim 26. Furthermore, 
the arguments given above with respect to claim 8 are also applicable with respect to claim 26. 
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Furthermore, there is no teaching within Pool that establishes a third web page, accessible by a third 
user at a third terminal coupled to the Internet using a web browser, that permits the third user to 
update the product identifiers and corresponding tariff classifications in the third database. In fact, 
the third database disclosed in Pool is not accessible to a user over the Internet using a web browser 
so that such a user could change the commodity codes stated therein. 

With respect to claim 31, the same arguments given above with respect to claim 8 are also 
applicable. Furthermore, the Examiner has not in any way addressed the language within claim 3 1 
that states that the modifying step is performed "to ensure an accuracy of associations between the 
product identifiers and corresponding tariff classification information." For this reason alone, 
Applicants respectfully assert that the Examiner has failed to prove a prima facie case of anticipation 
in rejecting claim 3 1 . Yet still further, there is no teaching or disclosure within Pool that the third 
database can be modified to ensure an accuracy of associations between the product identifiers and 
corresponding tariff classification information. 

Claim 43 is patentable over the cited prior art for the same reasons as given above with 
respect to claim 3 1 . Furthermore, the Examiner has not in any way addressed the limitation that a 
program is operable for modifying the database to ensure legal compliance of associations between 
the product identifiers and corresponding import/export transaction information. Yet still further, 
nowhere within Pool is such a limitation taught or disclosed. 

Claim 52 is patentable over the cited prior art for reasons similarly as given above with 
respect to claim 43. Furthermore, the Examiner has not in any way specifically addressed this claim 
limitation. 

Claim 55 is patentable over the cited prior art for reasons similarly as given above with 
respect to claim 52. Furthermore, the Examiner has not in any way specifically addressed this claim 
limitation. 

With respect to claims 9 and 18, the Examiner has cited column 12, lines 46-53. However, 
Applicants respectfully assert that this language is insufficient to anticipate the recitations in these 
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claims. Claims 9 and 18 refer to the recording of the results of the matching process, which matches 
the product identifier identifying the product to the product identifiers in the database. In the 
rejections of claims 1 and 10, the Examiner has asserted that this process is performed with respect 
to the third database, which is discussed in the last paragraph of column 6. Nowhere within this 
language in Pool is it taught or disclosed to record the results of such matching processes. The 
language cited by the Examiner from column 12 in Pool has nothing to do with this third database 
that contains the lookup tables of the harmonized international tariff tables and classification system. 
As a result, Pool does not teach or suggest the limitation specifically recited within claims 9 and 18. 

With respect to claims 19 and 21, the Examiner's reasoning in producing the rejection is in 
error. The Examiner asserts that the server recited in claim 19 reads on the website described in 
column 3, lines 41-44. This is not possible. The invention described in Pool involves a customer 
accessing a website that runs the international transaction program described in Pool. Column 3, 
lines 40-42. This program accesses the third database to arrive at a commodity code as described 
in column 6, lines 51-67. 

In conjunction with the server, this server running the international transaction program does 
not reside on the same server as the one containing the third database. In fact, Pool specifically 
teaches that this third database and the other databases accessed by the transaction program are 
external databases. Column 3, line 67. Furthermore, claim 19 specifically recites that the server 
hosts the database of product identifiers and corresponding import/export transaction information. 
Since such a server in accordance with the Examiner's interpretation is the third database, it cannot 
be that the server in claim 19 reads on the website of column 3, lines 41-44, since this server, under 
the Examiner's interpretation, would have to be containing the third database, which under the Pool 
disclosure is a database that is external to the server running to international transaction program. 
Therefore, Applicants' server in claim 19 does not read on the website of column 3, lines 41-44. In 
fact, the Examiner admits in the rejection that the first computer recited in claim 19 is the computer 
that operates the international transaction system. This is the computer described in column 3, 
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lines 41-44. Furthermore, claim 19 is patentable for the same reasons as given above with respect 
to claim 10. 

Further, the Examiner has asserted that Applicants 1 second computer reads on the customer's 
computer in Pool Applicants respectfully disagree, since there is no disclosure within Pool that the 
customer's computer described in Pool is operable for accessing the data record over the Internet 
wherein the data record includes the import/export transaction information corresponding to the at 
least one product identifier. 

Yet still further, claim 19 recites a program operable for matching the at least one product 
identifier with a product identifier contained in the database of product identifiers. There is no 
disclosure within Pool of a program that performs such a matching process. All that is disclosed in 
the last paragraph of column 6 is a manual lookup by the customer accessing the third database. 
There is no disclosure or any suggestion of a program for performing such a matching process. 

Claim 22 recites that the data record is transformed into a customs report for transmittal to 
a customs entity. The language cited by the Examiner in column 10, lines 22-37 of Pool does not 
disclose such a claim limitation. This language teaches that a title or commercial invoice is created 
once electronic funds are transferred to a vendor from a local clearinghouse, wherein the vendor will 
utilize a connection to the transaction system to generate such an electronic title or commercial 
invoice. This language does not teach or disclose that such a commercial invoice includes 
import/export transaction information corresponding to the at least one product identifier. 

With respect to claims 24 and 25, the Examiner has asserted that the third programming steps 
read on the second user of the third database. This is not possible. The third programming steps 
recited in claim 24 are programming steps within a computer program product adaptable for storage 
on a computer readable medium. A user, or person, is not adaptable for storage on a computer 
readable medium. 

Claims 24 and 25 are patentable under the same reasoning as given above with respect to 
claim 19. 
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With respect to the rejection of claims 27-28, 38 and 50, the Examiner has just asserted that 
one should see column 5, lines 2-58. This is an insufficient rejection. Basically, the Examiner has 
cited an entire column within Pool stating that these claim limitations can be found there. It is the 
Examiner's requirement to particularly point out and clearly state how the cited prior art reference 
reads on these claim limitations, and the Examiner has failed to do so. For this reason alone, the 
Examiner has failed to prove a prima facie case of anticipation. Furthermore, no language within 
column 5 teaches that the product identifier is unique to a particular company. Nor is there any 
language within column 5 or anywhere else in Pool that the import/export transaction is associated 
with a particular company. Yet still further, nowhere within Pool is it taught or disclosed that the 
database of product identifiers and tariff classification information is customized on a per customer 
basis to ensure that the matching of the product identifiers with the tariff classification numbers is 
in compliance with local customs regulations. Yet still further, the Examiner has failed to 
specifically address these claim limitations and has thus failed to prove a prima facie case of 
anticipation. Claim 50 is patentable for the same reasons. 

Claim 51 is patentable over the cited prior art for the same reasons as given above with 
respect to claims 1, 19, 24, 27, 33, 39, 45, and 46. Yet still further, nowhere within Paper No. 13 
has the Examiner specifically addressed the step of "using the customs entry report" to create a 
master report to facilitate entry of the products into the country, wherein the master report includes 
the harmonized tariff numbers assigned to each of the product numbers." For this reason alone, the 
Examiner has failed to prove a prima facie case of anticipation. Yet still further, nowhere within 
Pool is such a step performed. Lastly, the Examiner has not in any way addressed the step of 
"sending the master report to a government customs office." Again, as a result, the Examiner has 
failed to prove a prima facie case of anticipation. Yet still further, this step is not disclosed 
anywhere within PooL 

With respect to claim 53, the Examiner has not in any way addressed the step of "facilitating 
passage of the products through the country's customs office using the master report created as a 
result of the comparing step trade." For this reason alone, the Examiner has failed to prove a prima 
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facie case of anticipation. Additionally, nowhere within Pool is this step taught or disclosed. All 
that is disclosed in columns 1 1 and 12 is that the electronic title or commercial invoice can be in 
electronic format and transmitted along with a packing list to a customs department. This is not the 
same as creating a master report using the customs enter report where the product numbers and the 
invoice are each assigned a harmonized tariff number. 

Claims 56-59 are patentable for the same reasons as given above with respect to claims 51 

and 53. 

Claim 61 is patentable over the cited prior art for similar reasons as given above with respect 
to claims 1,19, 24, 53 and 56. 

Claim 62 is patentable over the cited prior art for the same reasons as given above with 
respect to claims 1, 19, 24, 53, 56, 27, 36, 39, 46 and 51. 

m. REJECTION UNDER 35 U.S.C. S 103 

Claims 2-3, 5, 11-12, 14, 35-37, 54 and 60 stand rejected under 35 U.S.C. § 103 as being 
unpatentable over Pool The Examiner has asserted that although Pool does not specifically teach 
emailing/downloading/scanning the data record, Pool does disclose electronically processing the data 
record between the different interested parties. The problem with such an assertion is that the 
Examiner has not identified what is the supposed data record in Pool, which corresponds to the data 
record specifically recited within the claims, wherein the claims recite that the data record includes 
tariff classification information associated with a product identifier identifying the product. Thus, 
Applicants respectfully assert that the Examiner has failed to prove a prima facie case of obviousness 
that Pool suggests outputting the data record which includes either emailing or downloading such 
a data record to a second terminal coupled to the network. Yet still further, there is absolutely no 
disclosure within Pool that a data record is downloaded in response to access of the data record in 
the server by a second terminal using a web browser. In fact, the Examiner has completely failed to 
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address this claim limitation, and thus this alone is sufficient to assert by Applicants that the 
Examiner has failed to prove a prima facie case of obviousness. 

With respect to claims 11 and 12, the Examiner is respectfully reminded to interpret these 
claims under In re Donaldson. MPEP §2181. 



Claim 14 is patentable for the same reasons as given above with respect to claim 5. 

With respect to claim 54, it is insufficient for the Examiner to make a blanket assertion that 
it is obvious that the step of inputting further comprises scanning in a paper invoice at the first 
terminal, wherein the paper invoice contains the invoice data. All obviousness rejections must be 
supported with objective evidence and not merely the Examiner's unsupported opinion. 

Likewise, with respect to claim 35, the Examiner cannot merely reject this claim by solely 
asserting that it is obvious without any objective support. The Examiner has failed to prove a prima 
facie case of obviousness in rejecting claim 35. 

With respect to claims 37 and 60, again Applicants respectfully assert that the Examiner 
cannot make a blanket unsupported assertion that displaying in a harmonized tariff schedule in a split 
screen during the matching step is obvious. Furthermore, it is not inherent, and the Examiner is 
respectfully reminded to refer to MPEP §2112. Without objective support for the Examiner's 
assertions, the Examiner has failed to prove a prima facie case of obviousness in rejecting these 
claims. 



IV CONCLUSION 

As a result of the foregoing, it is asserted by Applicants that the remaining Claims in the 
Application are in condition for allowance, and respectfully request an early allowance of such 
Claims. 
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Applicants respectfully request that the Examiner call Applicants' attorney at the below listed 
number if the Examiner believes that such a discussion would be helpful in resolving any remaining 
problems. 



5400 Renaissance Tower 
1201 Elm Street 
Dallas, Texas 75270-2199 
(512)370-2851 



Respectfully submitted, 

WINSTEAD SECUREST, 
Attorneys &f^Applic£ 



By: 




KdlyH.Kordzi 
Reg. No\36j5fl 
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APPENDIX 



(1) Please rewrite Claim 61 as follows: 

1 61. (Amended) A method comprising the steps of: 

2 f inputting invoice data associated with an import/export transaction at a first terminal coupled 

3 to a computer network, wherein the invoice data includes a product identifier identifying a product 

4 to be transported in the import/export transaction; 

5 transferring the invoice data from the first terminal to a server hosting a database of product 

6 identifiers and tariff classification information particular to each of the product identifiers; 

7 matching the product identifier identifying the product to the product identifiers in the 

8 database; and 

9 outputting a data record in response to the matching step, wherein the data record includes 

10 tariff classification information associated with the product identifier identifying the product^.] 

1 1 importing a product into a country using the data record. 

m 
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